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Claim Objections 

1 . Claim 4 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Specifically, the limitation 
"said disinfection solution comprises..." fails to further limit the structure of the 
apparatus in claim 1 . Note that the 'disinfection solution' was recited in claim 1 only in 
terms of intended use and thus, has not been positively recited in claim 1 . 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Ott (US 
4,763,678). 

With respect to claims 1-4, 7, and 9, Ott teaches a fully automated disinfection 
system including a housing 25; an elongated passageway 33,30 supportingly mounted 
in the housing and constructed for receiving and maintaining the flexible shaft 16 of a 
probe; a holding member 27 positioned in association with the elongated passageway 
for receiving and retaining the electronics portion 15 of the probe; a disinfection solution 
dispensing section 38 having heater 49 disposed therein, V2 for dispensing a 
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disinfection solution to the passageway; a circulation means 46, and a control means 
45. The circulation means includes a plurality of valves and a pump 46. See Figure 5. 
The elongated passageway is continuous and articulately curved along its length. It is 
noted that the system of Ott is fully capable of disinfecting a transesophageal ultrasonic 
probe. 

As to claim 5, the limitation 'single use' does not patentably or structurally 
distinguish the reservoir 48 from any other container as the reservoir of Ott may be used 
a 'single' time. 

With respect to claim 6, the system of Ott further includes a closed loop path 
extending between the proximal end (top) of the passageway, the solution dispensing 
section, and the distal end (bottom) of the passageway. See Figure 5, wherein overflow 
tube 35 is connected to reservoir 48, which is in turn connected to fill tube 38. 

As to claim 8, the heater 49 of Ott is fully capable of maintaining any desired 
temperature as set by heating controller 50. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1 0-1 2 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Ott in view of Coles (US 6,132,691). 

With respect to claim 10, Ott fails to teach an air circulation fan and filter. Coles 
discloses a probe disinfecting station including a filter 64 and fan 76 for pulling air and 
odors from the apparatus. It would have been obvious to employ a fan and filter in the 
apparatus of Ott, as Coles discloses that disinfectants used to disinfect intracavity 
probes often emit noxious/toxic fumes. 

As to claim 1 1 , Ott teaches that control means 45 is 'an industrial programmable 
controller or control computer.. .which provides timing signals selected by the user to 
certain system components to control operation of cleaning system 25.' See col. 5, lines 
1-6. Further, in col. 5, lines 58-62 discloses that control means 45 directs operation of 
the valves, pump, and motor, using information from sensors. 

With respect to claim 12, Ott discloses a water inlet 65. 

7. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ott and 
Coles as applied to claim 1 2 above, and further in view of Sanford et al. (US 6,558,620). 
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Although Ott teaches a computer-based control means 45 that is configured for 
providing rinse cycles, Ott does not teach rinsing the empty container (reservoir). 
Sanford et al. discloses an endoscope reprocessor including a control means 80 
configured for providing repeated rinse cycles for removing all disinfection solution from 
the fluid lines, well, and disinfectant reservoir. See Figure 1 wherein water line 42 
enters disinfectant reservoir 44 to remove disinfectant therefrom. Seecol.11, lines 15 to 
col.1 3, lines 50. It would have been obvious to one of ordinary skill in the art to employ 
repeated rinse cycles in the manner of Sanford et al. in order to permit the use of 
different treating solutions, as disclosed by Sanford et al. to clean and disinfect. 
8. Claims 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ott in view of Sanford et al.. 

With respect to claim 14, Ott is silent with respect to a container seal rupturing 
means. Sanford et al., however, discloses a replaceable decontaminant container 44 
having a seal thereon. Seal cutter 48 automatically opens different compartments in the 
cup for dispensing into the endocope reprocessing system. It would have been obvious 
to use the replaceable container, container receiving means, and seal cutter of Sanford 
et al. in the invention of Ott, as such permits the user to use a plurality of treatment 
mediums in a single reservoir. 

As to claims 15-17, Ott fails to teach an input panel and printer. Nevertheless, 
Sanford et al. evidences that it was known in the art at the time of the invention to 
provide an input panel 354 and printer 358 in an instrument reprocessor. Specifically, 
Sanford et al. teaches that input panel 354 enables the operator to input commands and 
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cycle options to the control panel. The manner in which the control is used is not 
deemed to structurally distinguish the claimed invention from Sanford et al.. It would 
have been obvious to add the input panel and printer of Sanford et al. to the apparatus 
of Ott in order to enable to user to input cycle options and to have a printed record of 
the cycle, as disclosed by Sanford et al.. 



Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ELIZABETH L. MCKANE whose telephone number is 
(571 )272-1275. The examiner can normally be reached on Mon-Fri; 5:30 a.m. - 2:00 
p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Elizabeth L McKane/ 

Primary Examiner, Art Unit 1797 

elm 
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